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Themes:

= Adwords decisions after “Google”;

» The protection of well-known trade marks after
L’Oréal v Bellure;

» Genuine use and territoriality of use.
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Decisions on Google AdWords (i)
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Decisions on Google AdWords (ii)

ECJ 23 March 2010, C 236-238/08 (Google France)
ECJ 25 March 2010, C 278/08 (BergSpechte)

ECJ 26 March 2010, C 91/09 (Bananabay) (German)
ECJ 8 July 2010, C 558/08 (Portakabin)

Google

AdWords
SEARCH
YAHOO!@ MARKETING

Microsoft"adCenter
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Decisions after Google AdWords

= District Court Rotterdam, 18 August 2010, Bacardi v. Mevi

= District Court The Hague, 20 December 2010, Tempur v.
The Energy+ Company
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Tempur v. The Energy + Company
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Well-known trade marks: the BNL+
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Trademarks Directive 2008/95/EC

Article 5(5):

Paragraphs 1 to 4 shall not affect provisions in any
Member State relating to the protection against

the use of a sign other than for the purposes of
distinguishing goods or services, where use of that
sign without due cause takes unfair advantage of,
or is detrimental to, the distinctive character or the
repute of the trade mark.

Benelux Convention on Intellectual Property
Article 2.20(1)(d)

1. A registered trademark shall provide its owner
with an exclusive right. Without prejudice to the
possible application of ordinary law in matters of
civil liability, the exclusive right to a trademark
shall permit the owner to prevent any third party,
without its consent, from: [...]

(d) using a sign for purposes other than those of
distinguishing the goods or services, where

use of the sign without due cause would take
unfair advantage of or be detrimental to the

distinctive character or the repute of the
trademark.
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L’Oreal v. Bellure

ECJ 18 june 2009, C-487/07 L'Oreal v. Bellure

Article 5(2) . The advantage arising from the use by a third party of a sign similar to a
mark with a reputation is an advantage taken unfairly by that third party of the
distinctive character or the repute of that mark where that party seeks by that use to
ride on the coat-tails of the mark with a reputation in order to benefit from the power of
attraction, the reputation and the prestige of that mark and to exploit, without paKing
any financial compensation, the marketing effort expended by the proprietor of the
mark in order to create and maintain the mark’s image.
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After L’Oreal v. Bellure (i)

= District Court The Hague, 7
October 2009 (Red Bull v.
Winters):

= Global appreciation with a view
to all relevant circumstances of
the case:
= Red Bull is market leader;

= Visual similarities: trapezoid
background, same blue/grey
colouring, trade mark in bright red,
prominent mention of energy drink
all point in the direction of coat-tail
riding.
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After L’Oreal v. Bellure (ii)

= Amsterdam Court of Appeal, 2
February 2010, (Red Bull v Bulldog):

= |ntroduction of Red Bull: Austria 1987;
BNL 1995; Bulldog 1997;

» Unfair advantage in view of the
following circumstances:

= Red Bull is very well-known mark;
= Use of the identical element “bull”;

» The fact that the goods are
identical (energy drinks);

» Tail-coat riding plausible in view of
public statements of Bulldog
official.
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After L’Oreal v. Bellure (iii)

= District Court The Hague, 4 September 2009, Formula One Licensing
v Goldzade:

The Formula One trademark is a well known trademark with
reputation. Signs are similar (“F One1”) and although the goods and
services are not similar (energy drinks), the relevant public will
associate the products of Goldaze with Formula One. Goldzade
profits from the reputation of Formula one and influences the

economic behaviour of the consumer. _;Tr-'f—*'
i 'r'
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After L’Oreal v. Bellure (iv)

= District Court The Hague, 14 October 2009,
Coty v FM

= District Court The Hague, December 2009,
Westland Kaasspecialiteiten v X

= District Court The Hague, 2 September 2010,
Grohe v R&M

= District Court Amsterdam, 24 December 2010,
ABN AMRO (ex parte)
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Genuine use in the territory (i)

= BOIP, 15 January 2010, N® 20044489 Onel v Omel
= Hague Court of Appeal, 30 November 2010, Onel v Omel

;

Onel / Omel: Preliminary questions:

Should Article 15(1) of the Community Trade Mark Regulation be interpreted
in such a way that the use of a trade mark within the borders of one Member
State is sufficient , provided that this use will qualify as genuine use in the
concerning Member State?
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Genuine use in the territory (ii)

O,

eupra

District Court The Hague, 27 October 2010, Euprax v Zobu

Could the use of a Community trademark in solely one member state
be regarded as genuine use?

To be continued... the outcome in the Onel/Omel case at the Hague
Court of Appeal will be awaited.
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Use (within the territory)

Supreme Court, 19 February
2010 (Red Bull v. Winters):

Is filling cans an act of use
under art. 5 HD? Also when is
being done as a service for 3™
party?

Does type of infringement make
any difference?

What if no public knowledge?
Relevant public?
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